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Disposition of Claims 

4) 13 Claim(s) 1-20 and 23-57 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) M Claim(s) 1-20 and 23-57 is/are rejected. 
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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Response to Arguments 

2. The rejection of claims 1-20 and 23-57 under 35 U.S.C. 1 12, first paragraph, as set forth 
in the Office Action mailed 5-18-2004 has been withdrawn in response to Applicant's arguments 
filed 10-15-2004. However, new grounds for rejection of claims 1-20, and 23-57, are set forth 
below. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

4. Claims 12-20, 39-43, 50, 53, 56 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-31 of U.S. Patent No. 
6,624,293 in view of Cho-Chung, (US Patent No. 5,271,941), Prewett et al. (1996), and 
DasGupta et al. (US Patent No. 5,658,947). 

The claims of the instant application and those of the copending application are both 



drawn to compositions comprising synthetic, modified oligonucleotides complementary to 
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nucleic acid encoding protein kinase A subunit RIa, wherein said oligonucleotides are hybrid, 
inverted hybrid, or inverted chimeric oligonucleotides. The claims of the instant application 
differ from the claims of the copending application to the extent that the instant claims read on 
compositions further comprising a second therapeutic agent that comprises an active ingredient 
for cancer therapy, particularly wherein the second therapeutic agent is an antibody that binds 
EGFR or a cytotoxic agent selected from the group consisting of taxanes, platinum-derived 
agents, and topoisomerase II-selective drugs. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention, to modify the compositions of the copending application to comprise a second 
therapeutic agent that is an active ingredient for cancer therapy in the design of the invention set 
forth in the instant claims. One of ordinary skill in the art would have been motivated to make 
this modification since antisense targeting PKA Riot (see US Patent No. 5,271,941; it is noted 
that the prior art does not teach the hybrid, inverted hybrid or inverted chimeric structures of the 
instant invention), and the second therapeutic agents recited in the instant claims (See for 
example Prewett et al. (1996), and DasGupta et al. US Patent No. 5,658,947) are described in the 
prior art as being useful for inhibiting the proliferation of cancer cells. It would have been 
obvious to combine two agents that are known to be useful for inhibiting the proliferation of 
cancer cells with the expectation that a combination would be formed, wherein said combination 
would be expected to have the same properties as the individual agents, namely for use in the 
inhibition of the proliferation of cancer cells. See MPEP § 2144.06 which states: '*[I]t is prima 
facie obvious to combine two compositions each of which is taught by the prior art to be useful 
for the same purpose, in order to form a third composition to be used for the very same 
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purpose.... [T]he idea of combining them flows logically from their having been individually 
taught in the prior art. " 

5. Claims 1-20 and 23-57 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-14 of copending 
Application No. 10/641,521. in view of Cho-Chung, (US Patent No. 5,271,941), Prewett et al. 
(1996), and DasGupta et al. (US Patent No. 5,658,947). 

6. The claims of the instant application and those of the copending application are both 
drawn to methods of inhibiting the proliferation of cancer cells comprising the administration of 
synthetic, modified oligonucleotides that are complementary to nucleic acid encoding protein 
kinase A subunit RIa, wherein the modified oligonucleotide having from about 15 to about 30 
nucleotides an being a hybrid, inverted hybrid, or inverted chimeric oligonucleotide. However 
the claims of the copending application differ from the instant claims because they do not recite 
the use of a second therapeutic agent that comprises an active ingredient for cancer therapy, 
particularly wherein the second therapeutic agent is an antibody that binds EGFR or a cytotoxic 
agent selected from the group consisting of taxanes, platinum-derived agents, and topoisomerase 
II-selective drugs. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to modify the claims of the copending application to comprise the administration of a 
second therapeutic agent that is an active ingredient for cancer therapy in the design of the 
invention set forth in the instant claims. One of ordinary skill in the art would have been 
motivated to make this modification since antisense targeting PKA RIa (see US Patent No. 
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5,271,941; it is noted that the prior art does not teach the hybrid, inverted hybrid or inverted 
chimeric structures of the instant invention), and the second therapeutic agents recited in the 
instant claims (See for example Prewett et al. (1996), and DasGupta et al. US Patent No. 
5,658,947) are all known in the art as being useful for inhibiting the proliferation of cancer cells. 
It would have been obvious to combine the two cancer cell inhibitory agents with the expectation 
that a composition would be formed that would have the same properties, namely for use in the 
inhibition of the proliferation of cancer cells. See MPEP § 2144.06 which states: "[I]t is prima 
facie obvious to combine two compositions each of which is taught by the prior art to be useful 
for the same purpose, in order to form a third composition to be used for the very same 
purpose.... [T]he idea of combining them flows logically from their having been individually 
taught in the prior art. " 

7. Claims 1-20 and 23-57 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-45 of copending 
Application No. 10/854,989 in view Hausheeretal. (US 5,447,936). 

8. The claims of the instant application and those of the copending application are both 
drawn to methods and compositions comprising synthetic, modified oligonucleotides and a 
second therapeutic agent. The claims of the instant application differ from those of the 
copending application to the extent that the second therapeutic agent encompasses an antibody 
that binds EGFR or a cytotoxic agent selected from the group consisting of taxanes, platinum^ 
derived agents, and topoisomerase IT-selective drugs, and the claims of the copending application 
encompass wherein the second therapeutic agent comprises a topoisomerase I inhibitor, and 
further wherein the inhibitor is CPT-11. It is first noted that instant claims 53 and 56 are 
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broadly drawn to any particular second therapeutic agent that is an active ingredient for cancer 
therapy, and copending claims are limited to wherein the second therapeutic agent comprises a 
topoisomerase I inhibitor. However, the claims of the copending application are an obvious 
variation of the instant claims since topoisomerase I inhibitors, in particular CPT-11, and 
therapeutic agents that encompass an antibody that binds EGFR or a cytotoxic agent selected 
from the group consisting of taxanes, platinum-derived agents, and topoisomerase II-selective 
drugs are all agents that are known in the art to be useful in cancer therapy. For example 
Hausheer et al. (US 5,447,936) describe the use of CPT-11 as a topoisomerase I inhibitor, and 
further describes this inhibitor as useful for inhibiting the growth of cancer cells (see col. 1-2). 

It would have been obvious to one of ordinary skill in that art at the time of filing to 
modify the claims of the instant application to comprise the use of topoisomerase I inhibitors as a 
second therapeutic agent to be used as an active agent in cancer therapy. One of ordinary skill in 
the art would have been motivated to make this modification since the prior art clearly teaches 
that topoisomerase I inhibitors are useful for inhibiting the growth of cancer cells. 

This is a provisional obviousness-type double patenting rejection. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet L. Epps-Ford, Ph.D. whose telephone number is 571-272- 
0757. The examiner can normally be reached on Monday-Saturday, Flex Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John L. LeGuyader can be reached on 571-272-0760. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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